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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 22 February 2008 . 
2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Clalm(s) 1.2 and 4-8 is/are pending in the application. 

4a) Of the above claim(s) 6 and 8 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) |EI Claim(s) 1.2.4.5. and 7 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Applicant response filed 2/22/08 has been considered. All previous 
rejections and objections have been withdrawn in view of applicants' 
amendments to the claims and in view of applicants' arguments. The following 
new rejections, however, are now applied. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
1 22(b), by another filed in the United States before the Invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed In the United States before 
the Invention by the applicant for patent, except that an International application filed under 
the treaty defined In section 351 (a) shall have the effects for purposes of this subsection of an 
application filed In the United States only If the International application designated the United 
States and was published under Article 21(2) of such treaty In the English language. 

Claims 1, 2, and 7 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Velculescu et al [US 2007/0031851]. 

Velculescu et al disclose a 10mer oligonucleotide (SEQ ID NO: 4556) that 
may be comprised in an array and is 100% complementary within the region 
recited in the instant claims. The oligonucleotide meets all of the structural 



requirements of the claims. 
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"[T]he PTO can require an applicant to prove tliat tlie prior art products do not 
necessarily or inherently possess the characteristics of his [or her] claimed 
product. Whether the rejection is based on inherency' under 35 U.S.C. 102, on 
prima facie obviousness' under 35 U.S.C. 103, jointly or alternatively, the burden of 
proof is the same...[footnote omitted]." The burden of proof is similar to that 
required with respect to product-by-process claims. In re Fitzgerald, 619 F.2d 67, 
70, 205 USPQ 594, 596 (CCPA 1980) (quoting In re Best, 562 F.2d 1252, 1255, 195 
USPQ 430, 433-34 (CCPA 1977)). 

WIPER 2112.01: 

PRODUCT AND APPARATUS CLAIIWS X WHEN THE STRUCTURE RECITED IN THE 
REFERENCE IS SUBSTANTIALLY IDENTICAL TO THAT OF THE CLAIIWS, CLAIIWED 
PROPERTIES OR FUNCTIONS AREPRESUMED TO BE INHERENT 

Where the claimed and prior art products are identical or substantially identical in 
structure or composition, or are produced by identical or substantially identical 
processes, a prima facie case of either anticipation or obviousness has been 
established. In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977). 
AWhen the PTO shows a sound basis for believing that the products of the 
applicant and the prior art are the same, the applicant has the burden of showing 
that they are not.s In re Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 
1990). Therefore, the prima facie case can be rebutted by evidence showing that 
the prior art products do not necessarily possess the characteristics of the 
claimed product. In re Best, 562 F.2d at 1255, 195 USPQ at 433. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the phor art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C. 103(a), the examiner presumes that 
the subject matter of the various claims was commonly owned at the time any 
inventions covered therein were made absent any evidence to the contrary. 



Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
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and invention dates of each claim that was not commonly owned at the time a 
later invention was made in order for the examiner to consider the applicability of 
35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 
U.S.C. 103(a). 

Claims 1, 2, 4 and 7 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Philipp et al [applicants IDS citation "AK"] and Liang et al [WO 
02/24950, cited by applicant] and Noonberg et al [US5,624,803]. 

The claimed invention is as clearly set forth in the claims. No interpretation 
is required to apply the prior art. 

Philipp et al disclose an expression vector, pCAGGS2-TRP4anti, that 
expresses, under the control of a beta actin promoter, an antisense trp4 
[equivalent to TRPC4] transcript that inhibits the native form of TRP4. It is 
disclosed that the vector was transfected into SBAC cells. 

Philipp et al have therefore taught to use antisense technology to inhibit 
TRPC4. Philipp et al do not teach the recited size range and do not teach 
targeting the recited region of the invention. 

Noonberg et al have taught in vivo oligonucleotide generators to make and 
or express antisense in cells or in an animal. It has been taught to use various 
promoters and regulatory elements in there oligonucleotide generators. 
Noonberg et al have taught antisense oligonucleotides as oligonucleotides that 
can be made with their vectors. At columns 14 and 15 it is taught preferable size 
ranges for antisense oligonucleotides, where these size ranges are within. 
Overlap, and/or embrace the size ranges recited in the instant claims. 
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The prior art above does not teach the recited target region of the instant 
invention. 

Liang at al, however teach the method used in the instant application to 
derive target regions for antisense. For example, at pages 8 and 23 of the instant 
specification it is disclosed that the method of PCT/SE01/02054 which is the 
application for this cited WO document. Liang et al have taught the method used 
in the instant application to derive targetable regions on an mRNA. 

The prior art has therefore shown a method, that was used by applicant, to 
derive targetable regions for antisense. The prior art has taught the inhibition of 
the targeted gene of the invention and therefore provides a clear motivation for 
mal<ing antisense to this gene target. The prior art also teaches the size ranges 
and the use of vectors in the antisense art. The instant invention amounts to the 
use of a known method for determining targetable regions of a mRNA where the 
target of the instant invention has already been shown to be targeted by 
antisense for gene function studies, for example. 

The invention as a whole would therefore have been prima facie obvious 
to one in the art at the time the invention was made. 



/Sean R McGarry/ 

Primary Examiner, Art Unit 1635 



